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DETAILED ACTION 
Prosecution History 

On 3 March 2004, applicant filed the instant application. 

On 22 September 2005, the application was published as 20050210149. 

Claim Objections 

Claims 1, 2, 7, 8, 14 and 15 refer to "...predetermined...", a relative term. 

Claims 1 , 7, and 14 contain two terms joined with a forward slash "...secondary 
level domain name/inclusive name space (SLD name)..." that renders the terms 
indefinite. The terms will be interpreted as synonyms. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-2, 6-8, 13-15, 18-20 are rejected under 35 U.S.C.102(e) as being 
anticipated by Schneider (US 6760746), filed 1 August 2000, published 6 July 2004. 

As per claim 1, Schneider discloses method(s) to facilitate name preservation 
across an unrestricted set of Top Level Domains (TLDs), said method comprising: 
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• executing TOP LEVEL DOMAIN TOPOLOGY (TLDT) software in a TLDT system 
(see, for example, at least Col. 19, lines 17-38); 

• choosing to register a predetermined secondary level domain name/inclusive name 
space (SLD name) for a particular TLD (see, for example, at least Col. 32, line 50- 
Col. 33, line 3; see also Fig. 10C and related text)); 

• retrieving data for a desired secondary level domain name to register the SLD name 
in association with at least one TLD in at least one of a Public Root and an Internet 
Corporation for assigned Names and Numbers (ICANN) Root (see, for example, at 
least Col. 3, lines 37-47; see also Col. 4, line 66-Col. 5, line 25); 

• conducting a search of at least one of a Public Root and an ICANN Root and 
determining whether the desired SLD is associated with any TLDs that exist in the 
ICANN root system and the TLDT system (see, for example, at least Col. 6, lines 9- 
22; see also Col. 32, lines 50-65); 

• reporting any TLDs that are associated with the desired SLD, and any available 
TLDs that are not associated with the desired SLD (see, for example, at least Fig. 9b 
and related text); 

• determining whether payment of a periodic fee will be made to register the desired 
SLD with all TLDs that are not associated with the desired SLD (see, for example, at 
least Fig. 10d and references to registration fee); and 

• registering the desired SLD with all TLDs that are not associated with the desired 
TLD payment if the periodic fee will be made (see, for example, claim 20, see also 
Fig. 10c and related text): 
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As per claim 2, Schreiber discloses that conducting a search of at least one of a 
Public Root and an ICANN Root step further comprises designating a cluster of TLD key 
word directories associated with predetermined TLD databases (see, for example, at 
least Fig. 10c and related text; see also Col. 21, line 57-Col. 22, line 16). 

As per claim 6, Schneider discloses registering the desired SLD with all TLDs 
that are not associated with the desired SLD (see, for example, at least Fig. 10c, and 
related text). 

As per claim 11, Schneider discloses utilizing LINK cells representing particular 
web pages (see, for example, discussion of relations between name space and links, as 
in Col. 10, line 21-50). 

Claim 7 is rejected on the same grounds as claim 1. 

Claim 8 is rejected on the same grounds as claim 2. 

Claim 13 is rejected on the same grounds as claim 6. 

Claim 14 is rejected on the same grounds as claim 1 . 

Claim 1 5 is rejected on the same grounds as claim 2. 

Claim 1 8 is rejected on the same grounds as claim 1 1 . 

Claim 19 is rejected on the same grounds as claim 5. 

Claim 20 is rejected on the same grounds as claim 6. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-5, 9-12 and 16-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schneider, above. 

As per claims 3 and 4, Schneider does not use the term percentage. 
Schneider refers to probability (as in Col. 8, lines 36-63). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to: 

(claim 3) determine a percentage chance of success in searching a particular 
TLD (see, for example, references to probability, as in Col. 8, lines 36-63). 

(claim 4) report the percentage chance of success in searching a particular TLD. 

One of ordinary skill in the art at the time the invention was made would have 
been motivated to extend Schneider to express probability as a mathematical estimate 
such as percent, and 

(claim 3) determine a percentage chance of success in searching a particular 
TLD (see, for example, references to probability, as in Col. 8, lines 36-63). 

(claim 4) report the percentage chance of success in searching a particular TLD 

for the obvious reason that probability is often estimated mathematically. 

As per claim 5, Schneider does not specifically disclose presenting a check box 
to a user to indicate that TLDT system administration will pay for SLDs available from 
the ICANN root system for associated TLDs. Schneider discloses payment of fees for 
registering (Fig. 10d and related text, for example). Schneider also discloses 
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checkboxes, as in Figs. 5 and 10c. Schneider also discusses the use of brokers 
(applicant's system administrator), as in Col. 28, line 54-Col. 28, line 4). 

It would have been obvious to one of ordinary skill at the time the invention was 
made to extend Schneider to disclose presenting a check box to a user to indicate that 
TLDT system administration will pay for SLDs available from the ICANN root system for 
associated TLDs. 

One of ordinary skill at the time the invention was made would have been 
motivated to extend Schneider to disclose presenting a check box to a user to indicate 
that TLDT system administration will pay for SLDs available from the ICANN root 
system .for associated TLDs for the obvious reason of facilitating payment between a 
registrant and the various register authorities. 

Claim 9 is rejected on the same grounds as claim 3. 

Claim 10 is rejected on the same grounds as claim 4. 

Claim 12 is rejected on the same grounds as claim 5. 

Claim 16 is rejected on the same grounds as claim 3. 

Claim 17 is rejected on the same grounds as claim 4. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James H. Zurita whose telephone number is 571-272- 
6766. The examiner can normally be reached on 8a-5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on 571-272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
James Zurita / n • l 



Primary Examiner 
Art Unit 3625 
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